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IN SUMMARY

~ Copyright owners cannos
bring a lawsuit in the US
without first registering with

the US Copyright Office

- This article looks ar the decisions

in seversl cases, including Goss
Interngtional at the end of last
vear, from different
circuir courts and finds that
the outcome varies according to the
definition of registration used: some base
their decisions on whether an application
is pending, while others require approval
of the copyright application before an

infringement claim can be filed

The US Copyright Office is currently

H

handling a back-log of applications
following changes to streamiine the
procedure and an application currently

takes up to six months to complete
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She handier mattors invoiving rademerk, patent,

copyright. false advertising, dilution,
counterfeining, trade dress, trade mame, and unfar

reade practices issues and disputes i 2 wide range

of industries.
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& Registration before litigation

Edwin Komen and Susan Hwang of Sheppard Mullin say in
light of the different approaches taken by US circuit
courts, the only sensible course of action is to apply for
copyright registration as soon as possible

ke New Year's resolutions which

remnaln unfilfilled, a decision late last

vear of & federal district court sent still
another reminder that copyright law in the

United States remains far from the form:

free regime envisioned by Berne Convention
rufes, In Novembern, Gows Tnternationad Amertcas,
Ine. v A-dmerican Machme & dvsembly Co, 2007
WL sza474¢ NI T, Nowv 30, 20071 once
again drove home the reality that registration
s one Bormality that sal! rules,

Bringing a lawsult in the United States for
copyright infringement can often be deraled
even before its started. That's becauss, with

fow exceptions, copyright swners cannot bring

a lawsuit i the US. without first registering
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tatle. I any cuse, however, where the
depasit, application, and fee required for

fivered 1o th

registration fave beew de
Coprright Office in proper form: and

registration has beon refused, the

applicant 15 enbitled fo instfitute an

action for mfringement i rotice therevf,

with 2 copy of the complaini, is served

an the Register of Copyrights. "

What, however, does the term “registration”
mean? Oddly enough, the answer to such 4
basic question is anything but obvious or

clear-cut. The problem in defining, and then

ormly applving such de
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Goss International dmericas, Inc.
American Machine & Assembly Ce.
Jasiericas, b v -

s No ot O

Fisalved plainot

HIL Now s, 2007

i""f‘l‘!‘étiw*}c.i Americas, Inc. a munulhourer

of printing presses arici other products for the

commercial printing and publishing markets.

Plaintil Goss routinely prepared mechanical
drawings of its products and conponent parts,
then simpiified the drawings for publication m
its catalogs and manuals. Plaintff applied for

copyright registration for several of its

simplified drawings. Defendant and
competitor A-American Machine & Assembly
Co. posted some of the simplified drawings on
its wehsite without permission from plaintiff,
prompting plaintff to bring a copyright
miringement action agalnst defendant.
Diefendant moved to dismiss for lack of
subject matter jurisdiction, asserdng, inter alla,
that plaintiff had not properly “registered” its
copyrights in the mechanical drawings before
instituting the action. Plaintiff had sent in an
apphication, deposit and filing fee for each of its
copyrighted claims, but had not yet received

any word from the Copyright Office, including

any registration certificates. Plaintfl argued
that “registration” was effective on the date
ght Office recerved all

1 materials, while defendant argued

¢ the issuance of 5
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court pomnted to the fack of a registration
certificate. The Tenth Circuit affirmed the

disrmssal, stating that an action for copyright

infringement cannot be brought undl the
copyright 1s registered. In upholding the
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Consequences of unregistered works
The splivin the Cir

b resolved through evenrual Supreme Cours

it courts will hopetully

review or legislutive action:. o the meantime,

however, it is inportant m be aware of the

different jursdictional requirements when

counseling clients on copyright litigation and
settlement matters. The jurisdictional, gare-
keeping function of copyright registration as
betrig much more than of acadensc mterest
was further driven home when the Second
Cirowt recentiy; and abruptly, threw out an
entive class action on behalf of writers who
had brought suit against a bevy of publishers

for copyright infringement,

In v Laterary Harks in Electvonse Diatabases

Copyraght Litsgation Muchnick v Thomson
Corp, 509 Fad 136 (2d Cir 2007, Nov, 25,

20057, the class members consisted mainly of

freeiance writers who contracted with
publishers @ author works for publication in
traditional print media, but otherwise retained
the ¢ opyright in such works. The contracts
did not give publishers the right ter
electronically reproduce the works, but the
publishers did so anyw ay The writers sued for

fringement ajth

ugh many, if not
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o eotnsel clients o apply for copyright

Fe@IStration as soon as a possible. Prompt

registration preserves the abnbity to sue when

rweded and alse helps avoid other evidentiary

ss it the UNS

sitfalls. The registration proce
1

Copyright Office currentdly takes four & sia
months. The Copyright Office is nearing
completion of a re-engineered process of
handling applications which is designed 1o
streamtine and expedite the processing of
applications from receipt 1o ssuance of
registration certificates, Unifortunately, the
streamniined procedures have instead caused a
severe backlog of applications while copyrighz
examners adjust 1 the new procedures,
Those who need issued registrations quickly
can still request expedited or “special”
bandling which generally takes only 10

husiness days. Those requesting speci
handling can also pick up their registrarion

certificates directly from the Copyright Office
Instead of waiting for the Copyright Office t

miail out the certificates,

Whether choosing “regular” or spe

Fanding, applicants have severs] de

options whieh affect the speed of proces
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these delays and uncertainties sinee

avoids all

the Public Information Office will issue such
applicants an “official” Copyright Office receipt
and stamp a duplicate copy of any
secompanying cover letter describing the

material being deposited for registration. All

srovides evidence of filing should the

application, deposit or fee he misplaced.
Finally, prompt registration can also save

money — the standard fee for a regular

+5. The fee for

handling application is [
special handling is US$759 per application -

making expedited litgation of maltiple
waorks potentially beyond the reach of an
individua! litigant.

Irt short, the contluence of conflicting case
law and administrative delays informs domestic
and foreign authors and copyright owners to
file for registration and to file early and ro make
certaim thar they maintzin adequate records of

proof of receipt by the Copyright Office. £8

Notes

i See Komen and Clanton, “Beware the US
Deposit Requirement,” Copyright World Issue
#1731 September 20073, pg. 34.
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